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I. NEW ISSUES RAISED BY THE EXAMINER^S ANSWER RELATED TO THE 
REIECTION BASED ON STATEMENTS OF INTENDED USE 

Examiner has taken the position that recitations in claim 1 "for providing a 
nitrous oxide/fuel mixture to a combustion cylinder" and "a body member used in 
combination with a combustion engine" do not provide further limitation and that 
they are merely statements of intended use. 

Specifically, Examiner has indicated that he does not consider the combustion 
engine to be positively recited in the claim body language "a body member used in 
combination with a combustion engine." In this regard, applicant respectfully 
submits that the limitation in the claim body is positively recited by the use of 
language " used in combination with ." As a general rule, the grammar and intended 
meaning of terms used in a claim will dictate whether the language limits the claim 
scope. While certain terms (e.g., "for use with") may raise a question as to the 
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limiting effect of the language in a claim, language such as "used in combination 
with" generally has the effect of providing limitation. Here, the claim is explicitly 
limited to the combination of the combustion engine and the nozzle. 

In addition, the language in the preamble further limits the claim if such is 
"necessary to give meaning to the claim[s] and properly define the invention." In re 
Fritch. 972 F.2d 1260, 1262, 23 USPQ2d 1780, 1781 (Fed. Cir. 1992). Language appearing 
in the preamble limits the claim where "that language is essential to particularly 
point out the invention defined by the claims." Loctite Corp. v. Ultraseal Ltd ., 781 
F.2d 861, 866, 228 USPQ 90, 92 (Fed. Cir. 1985) (term appearing in preamble is a 
"necessary limitation" where the term "breathes life and meaning into the claims."). 

The specification of the present application makes clear that Applicant was 
working on the particular problem of creating an aerosol of fuel-nitrous oxide 
mixture to allow for an efficient combustion in a combustion chamber to run the 
engine, and not on general torch devices. In view of the specification, it is apparent 
that Applicant intended claim 1 to encompass only a nozzle that possesses certain 
physical characteristics necessary to be used with a combustion engine. Thus, the 
preamble language "a nozzle for providing a nitrous oxide/ fuel mixture to a 
combustion cylinder" and the language of the claim body "used in combination 
with a combustion engine" do give "life and meaning," and thereby provides 
further limitations that must be disclosed in the prior art for the claims to be 
anticipated. 

However, even if one were to accept that such languages of claim 1 are 
characterized as statements of intended use, arguendo, intended use recitations and 
other types of functional language cannot be entirely disregarded. If the prior art 
structure is incapable of performing the intended use, then it does not meet the 
claim. The nozzle claimed in claim 1 includes a body member which is capable of 
being used with a combustion engine to provide a nitrous oxide /fuel mixture 
thereto. Whereas, the cited references, Rodrigues-Ely and Yerkins, do not disclose or 
suggest such body member which is capable of being attached to a combustion 
engine such that it can deliver a mixture of fuel and oxygen from its outlet end into 
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the combustion chamber. Therefore, the torch tips in Rodrigues-Ely and Yerkins are 
incapable of performing the intended use of the present invention. 

In conclusion, the preamble language of Claim 1, "a nozzle for providing a 
nitrous oxide/fuel mixture to a combustion cylinder" and the language of the claim 
body "used in combination with a combustion engine" do give "life and meaning," 
and thereby provide further limitations that must be disclosed in the prior art for 
Claim 1 to be anticipated. 

IL NEW ISSUES RAISED BY THE EXAMINER^S ANSWER RELATED TO THE 
RETECTIQN BASED ON INHERENCY 

"To anticipate a claim, a prior art reference must disclose every limitation of 
the claimed invention, either explicitly or inherently." In re Schreiber, 128 F.3d 
1473, 1477, 44 USPQ2d 1429, 1431 (Fed. Cir. 1997). Examiner has indicated that 
"although the nozzles in both Rodrigues-Ely and Yerkins do not expressly disclose 
all of these functional limitations the passages in Rodrigues-Ely and Yerkins are 
inherently capable of supplying nitrous/oxide and liquid fuel therethrough." 

To establish inherency, the extrinsic evidence "must make clear that the 
missing descriptive matter is necessarily present in the thing described in the 
reference, and that it would be so recognized by persons of ordinary skill." 
Continental Can Co. v. Monsanto Co., 948 F.2d 1264, 1268, 20 U.S.P.Q.2d 1746, 1749 
(Fed. Cir. 1991). "Inherency, however, may not be established by probabilities or 
possibilities. The mere fact that a certain thing may result from a given set of 
circumstances is not sufficient." IjL At 1269. 

In finding anticipation by inherency. Examiner has indicated that "if nitrous 
oxide and liquid fuel are supplied to the first and second channels in Rodrigues-Ely 
and Yerkins nitrous oxide emerging from the second tube outlet would expand 
radially as it exited the outlet end of the tube atomizing the surrounding concentric 
fuel streams." In doing so. Examiner has made no attempt to show that the torch 
tips of Rodrigues-Ely and Yerkins used to perforate and cut metals are suitable for 
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'/ attachment to a combustion engine and injecting a mixtvire of nitrous oxide and 

fuel into a combustion chamber in a form that allow for an efficient combustion in 
an internal combustion engine. 

As mentioned above, inherency may not be established by probability or 
possibilities. However, the examiner's inherency analysis rests only upon 
unsupported conjecture that does not rise even to the level of probability or 
possibility that the torch tips described in Rodrigues-Ely and Yerkins are capable of 
delivering a suitable aerosol of fuel-nitrous oxide mixture to allow for an efficient 
combustion in a combustion engine. Therefore, Examiner's theory that torch tips in 
Rodrigues-Ely and Yerkins are capable of performing the same functions as a nozzle 
for providing a nitrous oxide/fuel mixture to a combustion cylinder in claim 1 is 
irxsufficient to show that the claimed device is inherent in Rodrigues-Ely and 
Yerkins. 

In this connection it is noted that the torch tips provide no facility for 
attachment and sealing with a combustion cylinder, absent such sealing one of 
ordinary skill in the art would clearly recognize that the engine would not function. 
Thus the examiner's disfunctional creation cannot anticipate applicant's claimed 
invention through inherency or otherwise. 

In conclusion, it is respectfully submitted that anticipation by inherency 
cannot be established since torch tips in Rodrigues-Ely and Yerkins are incapable of 
performing the claimed functionality including: providing a nitrous oxide/fuel 
mixture to a combustion cylinder as claimed in Claim 1. 
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IV. CONCLUSION 

Based on the foregoing. Applicants request that the Board overturn the 
rejection of all pending claims and hold that all of the claims of the present 
application are allowable. 

Respectfully submitted, 

BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN 



Dated: ^ /l jdO 




Thomas M. Coes 
Reg. No. 39,637 




12400 Wilshire Boulevard 
Seventh Floor 

Los Angeles, California 90025 
(310) 207-3800 
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